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UNITED STATES DISTRICT COURT
9
CENTRAL DISTRICT OF CALIFORNIA
10
CASE NO. CV 04-9484 AHM (SHx)
11 | PERFECT 10,
12 Plaintiff, ORDER GRANTING IN PART AND
DENYING IN PART PERFECT 10°S
13 V. MOTION FOR PRELIMINARY

INJUNCTION AGAINST GOOGLE
14 | GOOGLE, INC., et al.

15 Defendants.
6 THIS CONSTITUTES NOTICE OF ENTRY

AS REQUIKED BY FRCE AULE 774d).
v I. INTRODUCTION
'® The principal two-part issue in this case arises out of the increasingly
v recurring conflict between intellectual property rights on the one hand and the
2 dazzling capacity of internet technology to assemble, organize, store, access, and
. display intellectual property “content” on the other hand. That issue, in a nutshell,
> is: does a search engine infringe copyrighted images when it displays them on an
> “image search” function in the form of “thumbnails” but not infringe when, through
# in-line linking, it displays copyrighted images served by another website?
zz Plaintiff Perfect 10, Inc. (“P10”) filed separate suits against Google, Inc. and
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against Amazon.com, Inc. and its subsidiary, A9.com, Inc. : (collec:tlvely,
“Amazon”), alleging copyright and trademark infringement and various related
claims. The suits were consolidated. P10 moves now for a preliminary 11'1_]1‘,£Ilrlct10n
against both Defendants, solely on the basis of its copyright claims. P10 seeks to
prevent Defendants’ image search engines from displaying “thumbnail” copies of
P10’s copyrighted images and also from linking to third-party websites which host
and serve infringing full-size images.

The Court conducted a hearing on November 7, 2005. The Court now
concludes that Google’s creation and public display of “thumbnails” likely do
directly infringe P10’s copyrights. The Court also concludes, however, that P10 is
not likely to succeed on its vicarious and contributory liability theories.

This Order will address P10’s motion for preliminary injunctive relief against
Google. Amazon licenses from Google much of the technology whose use by
Amazon I"lO challenges. A separate order will address P10’s motion against
Amazon.

II. BACKGROUND
A. The Parties
1.  Perfect 10

P10 publishes the adult magazine “PERFECT 10” and operates the

subscription website, “perfect10.com,” both of which feature high-quality, nude

photographs of “natural” models. Pl.’s Zada Decl. §9 9-10.> During the last nine

'A9.com is Amazon.com’s search website.

’In this Order, Declarants proffered by Plaintiff will be referred to as “PL’s
____ Decl.” Defendants’ declarants will be referred to as “Def.’s __ Decl.”
Norman Zada (formerly Zadeh) is the founder and CEO of P10. Pl.’s Zada Decl. § 2.
Zada received a Ph.D. in Operations Research from the University of California at
Berkeley in 1972. Id. § 3. From 1972 to 1973, Zada performed computer science
research for IBM. [/d. Zada has also taught applied mathematics as a visiting
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years, P10 has invested $36 million to develop its brand in its magazine and its
website. Jd. § 11. This investment includes approximately $12 million spent to
photograph over 800 models and create 2,700 high quality images thgg have
appeared in its magazine, along with an additional approximately 3,300 1 1mages that
have appeared on perfect0.com. Jd. P10 has obtained registered copyrights for its
photographs from the United States Copyright Office. /d., Ex. 1.

P10 generates virtually all of its revenue from the sale of copyrighted works:
(1) it sells magazines at newsstands ($7.99 per issue) and via subscription; (2) it sells
website subscriptions to perfectl0.com for $25.50 per month, which allow
subscribers to view P10 images in the exclusive “members’ area” of the site’; and (3)
since early 2005, when P10 entered into a licensing agreement with Fonestarz Media
Limited, a United Kingdom company, for the worldwide sale and distribution of P10
reduced-size copyrighted images for download and use on cell phones, it has sold,
on average, approximately 6,000 images per month in the United Kingdom. d. 4 16.
Aside from the licensing agreement with Fonestarz Media Limited, P10 has not
authorized any third-party individual or website to copy, display, or distribute any
of the copyrighted images which P10 has created. /d. § 17.

2.  Google

Google describes itself as a “software, technology, Internet, advertising, and
media company all rolled into one.” Google, Inc., 2004 Annual Report (Form 10-K),
at 9. Google is one of the most highly frequented websites on the internet. Pl.’s
ZadaDecl., Ex. 3 (report from Alexa Internet, Inc. showing http://www.google.com/
ranking as the third most visited site in the world). Google operates a search engine
located at the domain name “google.com.” Google’s search engine indexes websites

on the internet via a web “crawler,” i.e., software that automatically scans and stores

professor at Stanford University, UCLA, U.C. Irvine, and Columbia University. /d.
4.

*Subscribers choose a unique username/password combination which allows
them to log into the “members’ area.”
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the content of each website into an easily-searchable catalog. Def.’s Levine Decl.
19 13-14. Websites that do not wish to be indexed, or that wish to have only%g',ertain
content indexed, can do so by signaling to Google’s web crawler those parts dlat are
“off limits.” Google’s web crawler honors those signals.

Google operates different search engines for various types of web content. All
search queries are text-based, i.e., users input text search strings representing their
query, but results can be in the form of text, images, or even video. fd. {21. Thus,
for example, Google’s basic web search, called Google Web Search, located at
http://www.google.com/, receives a text search string and returns a list of fextual
results relevant to that query. Google Image search, on the other hand, receives a
text search string and returns a number of reduced-sized, or “thumbnail” images
organized into a grid.*

Google stores content scanned by its web crawler in Google’s “cache.” For
Google Web Search, because its “web page index is based entirely on the textual part

of web pages and not the images, [its] web page cache contains only the text pages,

“A “thumbnail” is a lower-resolution (and hence, smaller) version of a full-size
image. Thumbnails enable users to quickly process and locate visual information.
For example, users of Google Image Search are presented with a set of thumbnails
that are potentially responsive to their search queries. Because thumbnails are
smaller in size, more of them can be displayed at the same time on a single page or
screen. Users can quickly scan the entire set of thumbnails to locate the particular
full-size image for which they were looking.

P10 repeatedly objects that the term “thumbnail” is a misnomer, even going so
far as to point out that the thumbnails displayed by Google can be up to eight times
the size of a person’s actual thumbnail. Pl.’s Zada Reply Decl. § 54. “Thumbnail,”
it argues, conveys the false impression that smaller, lower-resolution images are not
useful in and of themselves—or that they are less useful than their full-size
counterparts. The term “thumbnail,” however, has become the standard way of
referring to the smaller, lower-resolution images central to this suit. In any event, the
Court recognizes that thumbnails have been used for purposes independent of their
primary function, as is discussed later. See, e.g., Kelly v. Arriba Soft Corp.,336 F.3d
811, 815 (9th Cir. 2003).
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and not the images that those pages include when displayed.” Def.’s Levine Decl.
9§ 21. For Google Image Scarch, too, the results depend solely on tég text
surrounding an image.’ Id. § 22. But for Image Search, Google alsoj‘lé,tores
thumbnails in its cache, in order to present the results of the user’s query. | Def.’s
MacGillivray Decl. § 3 (“The browser obtains ‘thumbnail’ images from Google’s
server....”); P1.’s Mausner Decl., Ex. 118, Google’s Resp. to P10’s Req. for Admis.
No. 24 (“Google admits that its servers store reduced-size extracts of images.”). A
user of Google Image Search can quickly scan the grid of returned thumbnails to
determine whether any of the images responds to his search query. He “can then
choose to click on the image thumbnail and show more information about the image
and cause the user’s browser . . . to open a ‘window’ on.the screen that will display
the underlying Web page in a process called ‘framing.”” Def.’s MacGillivray Decl.
13.

“Framing” is a method of “combin[ing] multiple pages in a single window so
that different content can be viewed simultaneously, typically so that one ‘frame’ can
be used to annotate the other content or to maintain a link with an earlier web page.”
Def.’s Levine Decl. 4 24 n.1. In other words, when a user clicks on a thumbnail
returned as the result of a Google Image Search, his computer pulls up a page
comprised of two distinct frames, one hosted by Google and a second hosted by the
underlying website that originally hosted the full-size image. The two frames are
divided by a gray horizontal line a few pixels high. The upper frame is the Google
frame. It contains the thumbnail, retrieved from Google’s cache, and information

about the larger image, including the original resolution of the image and the specific

Google Image Search does not have the ability to accept an image as a search
query and return similar images. Only text-based search queries can be input.
Google Image Search returns those images on the internet whose surrounding text
was deemed responsive to the user’s textual search string.

5
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URL associated with that image.® The Google frame also states that the thumbnail

“may be scaled down and subject to copyright” and makes clear that the uppeLr frame
is not the original context in which the full-size image was found, stating, L;.IBCIOW
is the image in its original context on the page: http://<URL>" The lower frame
contains, or shows, the original web page on which the original image was found.
Google neither stores nor serves any of the content (either text or images) displayed
in the lower frame; rather, the underlying third party website stores and serves that
content. /d. ] 27-29. However, because it is Google’s webpage that composites the
two frames, the URL displayed in the browser’s address bar displays
“images.google.com.” Id.

Attached hereto as Exhibit A is an example of the two-frame structure just
described, containing in the upper frame one of the thumbnail images that appeared
on the display of thumbnails retrieved by an image search for “Vibe Sorenson,” a
P10 model.

Google generates much of its revenue through two advertising programs:
AdWords, for advertisers, and AdSense, for web publishers. Def.’s MacGillivray
Decl. § 9. Through AdWords, advertisers purchase advertising placement on
Google's pages, including on search results pages and Google’s Gmail web-based
email service. Id. Google’s AdSense program allows pages on third party sites “to
carry Google-sponsored advertising and share [with Google the] revenue that flows
from the advertising displays and click-throughs.” Id. § 10. “To participate {in

AdSense], a website publisher places code on its site that asks Google’s server to

5Since URLs may often be extremely long, Google displays the domain name
of the third-party website and the file name of the image, but the middle portion of
the URL frequently contains an ellipsis indicating that the full URL has been

truncated.
6
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algorithmically select relevant advertisements” based on the content of that sjte. Id’
L

—
o
)

B. Procedural History =3

On November 19, 2004, P10 filed suit against Google asserting é%irious
copyright and trademark infringement claims: (1) direct copyright infringement, (2)
vicarious copyright infringement, (3) contributory copyright infringement, (4)
circumvention of copyright protection systems under the Digital Millennium
Copyright Act (“DMCA”), (5) direct trademark infringement, (6) contributory
trademark infringement, (7) vicarious trademark infringement, (8) trademark dilution
(federal), (9) unfair competition, (10) wrongful use of a registered mark, (11)
trademark dilution (state), and (12) violation of rights of publicity. Compl. 9 35-
115.

C. Proposed Injunctive Relief

P10 seeks to preliminarily enjoin Google from engaging in the following
activities:

(a) Copying, reproducing, distributing, publicly displaying, adapting or
otherwise infringing, or contributing to the infringement of any
gopyljltghted image owned by Perfect 10 which has been or will be
identified in notices to Google, as described below (“PERFECT 10
COPYRIGHTED IMAGES”). Perfect 10 will provide to Google notice
of PERFECT 10 COPYRIGHTED IMAGES within ten (10) business

"To illustrate how AdSense works, an individual who maintains a website
dedicated to soccer—“SoccerMANIA.com,” say—might post his personal
commentary about recent games, along with player profiles and a short history of
soccer. What he is not likely to do—perhaps because it is time-consuming or outside
his area of expertise, or simply because he does not choose to—is find advertisers
who are willing to pay to place advertisements on his site. This i1s where Google
AdSense comes in. After registering to become an AdSense partner, the soccer
aficionado can demarcate an area on his website that acts as a “placeholder” for an
advertisement. Google will then scan the text of his website and populate or fill the
placeholder with advertisements it deems relevant to the content on that site.
Google’s AdSense software will notice that the word “soccer” and other soccer-
related terms appear frequently on the site, and thus will show advertisements
directed at people interested in soccer—e.g., sites that sell tickets to World Cup

games.
7
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days of the issuance of this Order, and may supplement that notice once
each month. Within ten g()ﬁbusmess days of the receipt of notice of
PERFECT 10 COPYRIGHTED IMAGES (including additionalimages
as provided herein), Google shall delete and disable its display of all
such images, including without limitation, deletion from any database
Oﬁvnfcleld or controlled by Google, and shall not display such imiages in
the tuture.

(b) Linkinﬁlto websites which display or make available PERFECT 10
COPYRIGHTED IMAGES for which Google has received notice as
described below (“Infringing Websites”). Infringing Websites are (i)
websites which were linked fo by Google as identified in any notice of
infringement from Perfect 10 to Google prior to June 20, 2005 (exs. 40-
73 of the Declaration of Norman Zada filed herein) and which as of
July 11, 2005, continued to display or make available PERFECT 10
COPYRIGHTED IMAGES on anyof their web paFes or Sl websites
that in the future continue to display or make avai able PERFECT 10
COPYRIGHTED IMAGES on any of their web pages three (3) weeks
after notice of such infringement fo Google. Within ten (10) business
days of the receipt of each notice of Infringing Websites, Google shall
delete and disable all links to such Infringing Websites from anK
website owned or controlled by Google and shall not link to suc
Infringing Websites in the future.

(c) Copying, reproducing, distributing or publishing any
username/password combinations to perfect]0.com or linking to any
websites that provide username/password combinations to
%erfectlo.com which have been or will be identified in notices to

oogle, as described below. Within ten (10) business days of the
receipt of each notice of Infringing Websites, Google shall delete all
username/password combinations to perfect] 0.comand disable all links
to any website that provides username/password combinations to
perfect10.com from any website owned or controlled by Google and
shall not publish such username/password combinations to such
websites in the future.

(d) Notice under paragraphs (a) and (b) above may be provided by service
on counse! of record for Google in any manner provided by the Federal

Rules of Civi] Procedure of copies of PERFECT 10 COPYRIGHTED
IMAGES and/or listings of the URLs of the homepages of Infringing
Websites. Such notice may be by computer disk or other means
calculated to provide reasonable notice.

P1.’s Proposed Prelim. Inj. 9 1.
III. DISCUSSION

A. Legal Standard for Preliminary Injunction
1.  General Principles

“A preliminary injunction should be granted if a plaintiff can show either: (1)

a combination of probable success on the merits and the possibility of irreparable

8
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harm; or (2) that serious questions are raised and the balance of hardships tilt in the
plaintiff's favor.” Elvis Presley Enters., Inc. v. Passport Video, 349 F.3d 612;1’2, 627
(9th Cir. 2003). In any preliminary injunction analysis, courts also look to “\?jfllether
the public interest will be advanced by granting preliminary relief.” Preminger v.
Principi, 422 F.3d 815, 823 (9th Cir. 2005).
2.  Affirmative Defenses

Google does not contest that photographs are copyrightable subject matter or
that P10’s certificates of copyright registration have sufficiently established its
ownership. Google does, however, dispute P10’s contention that its copyright
interests have been directly infringed. Although Google admits creating and storing
thumbnail copies of P10’s full-size images (found on third-party websites), as well
as displaying those thumbnaﬂs as search results on Google Image Search, it argues
that such use is protected under the fair use doctrine, as codified by 17 U.S.C. § 107.

“The plaintiff’s burden of showing a likelihood of success on the merits
includes the burden of showing a likelihood that it would prevail against any
affirmative defenses raised by the defendant.” Dr. Seuss Enters., L.P. v. Penguin
Books USA, Inc., 924 F.Supp. 1559, 1562 (S.D. Cal. 1996) (citing Atari Games
Corp. v. Nintendo, 975 F.2d 832, 837 (Fed. Cir. 1992)), aff’d, 109 F.3d 1394 (9th
Cir. 1997); accord Religious Tech. Ctr. v. Netcom On-Line Communication Servs.,
923 F.Supp. 1231, 1242 n.12 (N.D. Cal. 1995) (“Even though fair use is an
affirmative defensef,] plaintiffs, as the parties moving for a preliminary injunction,
have the burden of proving a likelihood of success on their infringement claim,
including the fair use defense.”); 2 William W. Schwarzer, et al., California Practice
Guide, Federal Civil Procedure Before Trial 4 13:47 (2000); Vision-Ease Lens, Inc.
v. Essilor Int’'l SA, 322 F.Supp.2d 991, 995 n.5 (D. Minn. 2004) (citing Dr. Seuss).

P10 points out that the Ninth Circuit, in affirming the district court’s ruling in
Dr. Seuss, stated that because “fair use is an affirmative defense, [defendant] must

bring forward favorable evidence” relevant to the fourth fair use factor. Dr. Seuss,

9
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109 F.3d at 1403.® However, the defendant had presented no evidence whatsoever
on that factor. The Ninth Circuit stated that the absence of any evidence made it
“impossible to deal with the fourth factor except by recognizing that a sﬂent record
on an important factor bearing on fair use disentitle[s] the proponent of the defense
. to relief from the preliminary injunction.” Id. (internal quotations omitted)
(alteration in original). The Ninth Circuit did rof state or indicate that the district
court erred in interpreting Plaintiff’s burden of proving “likelihood of success on the
merits” to include the “likelihood that [plaintiffs] would prevail aganst any
affirmative defenses raised by the defendant.” That the Ninth Circuit required the
defendants to submit some quantum of evidence does not mean 1t had placed the
burden on defendant to show that it was entitled to the affirmative defense of fair
use.
P10 also cites A&M Records, Inc. v. Napster, Inc., 114 F.Supp.2d 896 (N.D.
Cal. 2000) [hereinafter “Napster I''], which stated that “defendant bears the burden
of proving . . . affirmative defenses” on a motion for preliminary injunction. d. at
912 (citing Bateman v. Mnemonics, Inc., 79 F.3d 1532, 1542 n.22 (11th Cir. 1996)).
On appeal, the Ninth Circuit did not conclusively resolve the issue. It merely stated,
“[E]ven if plaintiffs bear the burden of establishing that they would likely prevail
against Napster’s affirmative defenses at the preliminary injunction stage, the record
supports the district court’s conclusion that Napster users do not engage in fair use
of the copyrighted materials.” A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004,
1015 n.3 (9th Cir. 2001) (emphasis added). This qualified language does not
necessarily suggest that the defendant bears the burden of proving the affirmative
defense at the preliminary injunction phase. Indeed, the Ninth Circuit’s analysis
proceeded under the assumption that plaintiffs shouldered the burden. Furthermore,

the Eleventh Circuit Bateman decision upon which the district court relied did not

"That factor is “the effect of the use upon the potential market for or value of

the copyrighted work.” 17 U.S.C. § 107.
10
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involve a preliminary injunction. -

Accordingly, the Court will follow Dr. Seuss’s conclusion that PlOéEbn its
motion for preliminary injunction against Google, carries the burden of over?:jc;mang
Google’s fair use defense. L

3.  Prohibitory v. Mandatory Injunction

Google tries to characterize the relief P10 seeks as “mandatory” and points out
that ““mandatory preliminary relief” is subject to heightened scrutiny and should not
be issued unless the facts and law clearly favor the moving party.” Dahl v. HEM
Pharm. Corp., 7 F.3d 1399, 1403 (9th Cir. 1993); see also Stanley v. Univ. of
Southern California, 13 F.3d 1313, 1320 (9th Cir. 1994). P10 contends, however,
that “an injunction that requires a defendant to refrain from performing present and
continuing acts causing injury is prohibitory,” not mandatory. See First Union Nat.
Bank v. Burke, 48 F.Supp.2d 132, 142-143 (D. Conn. 1999). “The distinction
between mandatory and prohibitory injunctions is not without ambiguities . . . .”
Tom Doherty Assocs., Inc. v. Saban Entm’t, Inc., 60 F.3d 27, 34 (2d Cir.1995).
“[M]any prohibitory injunctions can easily be restated in a manner that makes them
appear mandatory in effect.” First Union Nat. Bank, 48 F.Supp.2d at 143,

The Court agrees with P10. The proposed injunction would be essentially
prohibitory in nature, because it would require Google to cease its allegedly
infringing activities. Whatever active steps Google might have to undertake would
merely be the means of discontinuing acts of infringement.

B.  Likelihood of Success

P10 asserts that Google is both directly and secondarily liable for copyright
infringement. P10 alleges that Google’s image search engine directly infringes by
copying, distributing, and displaying thumbnails and full-size images of P10’s
copyrighted photographs. P10 alleges that Google is secondarily liable for the
actions of third-party websites that host infringing tmages and unauthorized

perfect10.com username/password combinations to which Google’s search engine

11
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links, as well for the actions of individuals who are led by Google Image Search to
infringing images and subsequently download infringing copies therﬁselvesﬁééz

Google raises several defenses. First, inresponse to P10’s direct infrinfgj%:ment
claims, it argues that (1) many of its actions do not infringe upon any. of the
exclusive rights granted to the owner of a copyright, and (2) to the extent that its
actions do implicate those rights, such use is fair under 17 U.S.C. § 107. Second, in
response to P10’s secondary liability claims, Google contends that (1) it has not
contributorily or vicariously infringed; (2) it 1s immune from contributory liability
under Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417 (1984)
[hereinafter “Sony”]; and (3) it qualifies for protection under the various safe harbor
provisions of the DMCA, 17 U.S.C. § 512(a)-(d).

1.  Direct Infringement

To establish direct copyright infringement, a plaintiff must prove two
elements: (1) ownership of a valid copyright, and (2) violation of one of the
exclusive rights granted under copyright. Feist Publ’ns, Inc. v. Rural Tel. Serv. Co.,
Inc., 499 U.S. 340, 361 (1991).

a.  What Actions by Google Allegedly Constitute Direct
Infringement?

Although 17 U.S.C. § 106 sets forth six exclusive rights of a copyright holder,
the rights in question here are the right to display publicly, the distribution right, and
the reproduction right. P10 alleges that Google directly infringes in that it both (1)
displays and distributes full-size images hosted by third-party websites, and (2)
creates, displays, and distributes thumbnails of P10’s copyrighted full-size images.’

’P10 also argues that Google’s web (text-based) search function directly
infringes P10’s intellectual property by linking to websites that display the
username/password combinations that subscribers to perfect10.com have obtained in
order to gain access to the “members’ only” area of the site. The Court rejects this
argument. P10 has not demonstrated that it has any copyright interest in the two
strings of characters that ofher individuals select when registering as members on

perfectl0.com. Furthermore, as explained more fully below, Google does not risk
12
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